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            In the Office Action dated July 9, 2014, registration is refused based on a likelihood of confusion

under Section 2(d) in view of U.S. Registration Nos. 3,476,535 and 3,632,982.  Applicant respectfully

disagrees.

             The identification of goods in Class 3 for the application recites “Colored cosmetics, namely,

lip gloss, lipstick, mascara, eye liner, eye shadow, compact powder, blush, free powder, foundation, lip

pencil, eye pencil, nail polish.”   The goods recited in the present application are distinct from the goods

in the cited registrations.  The cited registrations do not include colored cosmetics including lip gloss,

lipstick, mascara, eye liner, eye shadow, compact powder, blush, free powder, foundation, lip pencil,

eye pencil and nail polish, and do not recite goods relating to these goods. 

             It is asserted in the Office Action that the cited registrations include similar goods because they

recite “cosmetics”, which includes colored cosmetics.   Applicant respectfully disagrees.  The cited

registrations identify an immense amount of specific goods in class 3 and in class 5, and do not recite

colored cosmetics, including lip gloss, lipstick, mascara, eye liner, eye shadow, compact powder, blush,

free powder, foundation, lip pencil, eye pencil or nail polish.  In view of the specificity by which

registrant has identified the goods associated with the marks, if the “cosmetics” that the marks are used

in connection with included the goods recited by applicant, it is apparent that registrant would have

specifically identified those goods in the registrations.

            The only products that are the subject of the cited registrations are in the general nature of

creams, gels, lotions, and washes or soaps.  It is respectfully submitted that these goods are sufficiently

different from applicant’s goods and that, in view of the distinctions between the marks discussed

below, there is no likelihood that consumers would be confused by applicant’s and registrant’s marks.  

The creams, gels, lotions and soaps identified in the cited registrations serve a different function than



applicant’s goods and would not necessarily be used or sold in conjunction with applicant’s goods, or

sold to the same consumers.

             Furthermore, it is respectfully submitted that the applied for mark and the cited marks differ in

sound and appearance.  Although the Office focuses solely on the common ZAO formative, the applied

for mark when considered in its entirety is distinct from the cited ZAO and ZAO (stylized) marks. 

“When comparing the marks, ‘[a]ll relevant facts pertaining to appearance, sound, and connotation

must be considered before similarity as to one or more of those factors may be sufficient to support a

finding that the marks are similar or dissimilar.’” T.M.E.P. § 1207.01(b) (citing Recot, Inc. v. M.C.

Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1899 (Fed. Cir. 2000)).  The applied for mark, which is

in a stylized format, includes the phrase ESSENCE OF NATURE, in combination with ZAO,

distinguishing the mark in sound and appearance from the cited marks.

             Applicant respectfully submits that in considering the marks, consumers would further

emphasize the distinctions between them in view of the number of marks in use that incorporate ZAO. 

There are several third party registrations and pending applications for marks including the ZAO

formative, including U.S. Registration Nos. 2,422,011 (ZAO NOODLE BAR (stylized) in Class 42),

2,999,144 (ZAO in Class 32), 3,338,326 (ZAO NOODLE BAR (stylized) in Classes 35 and 43), and

4,287,402 (ZAO in Classes 6, 7 and 9), and U.S. Application No. 86231897 (allowed) (ZAOS

STUDIOS in Class 9).  Additionally, there are several further third party registrations and pending

applications for marks that include a non-English language element that is stated to translate or

transliterate to ZAO, including: U.S. Registration Nos. 2,527,749 (Class 5); 2,643,248 (Class 5);

3,577,122 (Class 5); 4,080,605 (Classes 3, 5 and 33); 4,166,290 (Class 30); 4,281,210 (Class 43);

4,281,281 (Class 19); 4,393,710 (Class 5); 4,409,220 (Class 9); 4,436,967 (Class 30); 4,505,679 (Class

44); 4,569,960 (Class 44); and 4,595,039 (Class 7); and U.S. Application Nos. 79145834 (to be

published for opposition January 13, 2015)(Class 25) and 86323411 (published for opposition) (Class

29).   Copies of the printouts dated January 8, 2015 from the Trademark Electronic Search System

(TESS) for each of the above referenced applications or registrations have been included with this

response.

In view of these third party registrations, it is clear that consumers would look to additional elements to

distinguish between the source of the goods, such as distinctions between the goods and/or services

offered in connection with the marks in order to distinguish between marks.  See T.M.E.P. §

1207.01(d)(iii).  As a result, it is unlikely that a consumer would be confused between applicant’s ZAO

ESSENCE OF NATURE (stylized) mark and the cited ZAO marks in view of the differences between

the goods and the marks.

             Therefore, it is respectfully submitted that there would not be a likelihood of confusion between

the applied for mark and the cited registrations, and that the present application is in allowable form.
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To the Commissioner for Trademarks:

Application serial no. 79138886 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

            In the Office Action dated July 9, 2014, registration is refused based on a likelihood of confusion

under Section 2(d) in view of U.S. Registration Nos. 3,476,535 and 3,632,982.  Applicant respectfully

disagrees.

             The identification of goods in Class 3 for the application recites “Colored cosmetics, namely, lip

gloss, lipstick, mascara, eye liner, eye shadow, compact powder, blush, free powder, foundation, lip

pencil, eye pencil, nail polish.”   The goods recited in the present application are distinct from the goods in

the cited registrations.  The cited registrations do not include colored cosmetics including lip gloss,

lipstick, mascara, eye liner, eye shadow, compact powder, blush, free powder, foundation, lip pencil, eye

pencil and nail polish, and do not recite goods relating to these goods. 

             It is asserted in the Office Action that the cited registrations include similar goods because they

recite “cosmetics”, which includes colored cosmetics.   Applicant respectfully disagrees.  The cited

registrations identify an immense amount of specific goods in class 3 and in class 5, and do not recite

colored cosmetics, including lip gloss, lipstick, mascara, eye liner, eye shadow, compact powder, blush,

free powder, foundation, lip pencil, eye pencil or nail polish.  In view of the specificity by which registrant

has identified the goods associated with the marks, if the “cosmetics” that the marks are used in

connection with included the goods recited by applicant, it is apparent that registrant would have

specifically identified those goods in the registrations.

            The only products that are the subject of the cited registrations are in the general nature of creams,

gels, lotions, and washes or soaps.  It is respectfully submitted that these goods are sufficiently different

from applicant’s goods and that, in view of the distinctions between the marks discussed below, there is

no likelihood that consumers would be confused by applicant’s and registrant’s marks.   The creams, gels,

lotions and soaps identified in the cited registrations serve a different function than applicant’s goods and

would not necessarily be used or sold in conjunction with applicant’s goods, or sold to the same

consumers.



             Furthermore, it is respectfully submitted that the applied for mark and the cited marks differ in

sound and appearance.  Although the Office focuses solely on the common ZAO formative, the applied for

mark when considered in its entirety is distinct from the cited ZAO and ZAO (stylized) marks.  “When

comparing the marks, ‘[a]ll relevant facts pertaining to appearance, sound, and connotation must be

considered before similarity as to one or more of those factors may be sufficient to support a finding that

the marks are similar or dissimilar.’” T.M.E.P. § 1207.01(b) (citing Recot, Inc. v. M.C. Becton, 214 F.3d

1322, 1329, 54 USPQ2d 1894, 1899 (Fed. Cir. 2000)).  The applied for mark, which is in a stylized

format, includes the phrase ESSENCE OF NATURE, in combination with ZAO, distinguishing the mark

in sound and appearance from the cited marks.

             Applicant respectfully submits that in considering the marks, consumers would further emphasize

the distinctions between them in view of the number of marks in use that incorporate ZAO.  There are

several third party registrations and pending applications for marks including the ZAO formative,

including U.S. Registration Nos. 2,422,011 (ZAO NOODLE BAR (stylized) in Class 42), 2,999,144

(ZAO in Class 32), 3,338,326 (ZAO NOODLE BAR (stylized) in Classes 35 and 43), and 4,287,402

(ZAO in Classes 6, 7 and 9), and U.S. Application No. 86231897 (allowed) (ZAOS STUDIOS in Class 9).

  Additionally, there are several further third party registrations and pending applications for marks that

include a non-English language element that is stated to translate or transliterate to ZAO, including: U.S.

Registration Nos. 2,527,749 (Class 5); 2,643,248 (Class 5); 3,577,122 (Class 5); 4,080,605 (Classes 3, 5

and 33); 4,166,290 (Class 30); 4,281,210 (Class 43); 4,281,281 (Class 19); 4,393,710 (Class 5); 4,409,220

(Class 9); 4,436,967 (Class 30); 4,505,679 (Class 44); 4,569,960 (Class 44); and 4,595,039 (Class 7); and

U.S. Application Nos. 79145834 (to be published for opposition January 13, 2015)(Class 25) and

86323411 (published for opposition) (Class 29).   Copies of the printouts dated January 8, 2015 from the

Trademark Electronic Search System (TESS) for each of the above referenced applications or registrations

have been included with this response.

In view of these third party registrations, it is clear that consumers would look to additional elements to

distinguish between the source of the goods, such as distinctions between the goods and/or services

offered in connection with the marks in order to distinguish between marks.  See T.M.E.P. §

1207.01(d)(iii).  As a result, it is unlikely that a consumer would be confused between applicant’s ZAO

ESSENCE OF NATURE (stylized) mark and the cited ZAO marks in view of the differences between the

goods and the marks.

             Therefore, it is respectfully submitted that there would not be a likelihood of confusion between

the applied for mark and the cited registrations, and that the present application is in allowable form.
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Signatory's Phone Number: (203)261-1234

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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